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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 12 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

3. Claim 12 recites the limitation "said informing step" in line 1 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-4, 9-13, and 16-20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent Number 6,618,747 to Flynn et al.. 

6. As to claim 1, Flynn teaches a method for tracing an email message comprising the steps 
of: providing a server able to communicate with a first computer system form which a first email 
message is sent by a sender and with a second computer system from which said first email 
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message is received by a recipient (col. 5, lines 10-40); receiving said first email message sent by 
said sender for said recipient (col. 5, lines 10-40); sending a second email message to said 
recipient (col. 5, lines 10-40); detecting when said recipient opens said second email message 
and informing said sender that said recipient has opened said second email message (col. 5, line 
46-col. 6, line 8). 

7. As to claim 2, Flynn teaches the method of claim 1 further comprising the step of 
modifying said first email message to create said second email message (col. 5, lines 10-40). 

8. As to claim 3, Flynn teaches the method of claim 2 wherein said modification causes said 
second computer system to search for a file on said server when said recipient opens said second 
email message (col. 5, line 46-col. 6, line 8). 

9. As to claim 4, Flynn teaches the method of claim 3 wherein said modification causes said 
second computer system to search for a file on said serve wherein said recipient opens said 
second email message (col. 5, line 46-col. 6, line 8). 

10. As to claim 9, Flynn teaches the method of claim 1, further comprising the steps of: 
storing on said server the email address of said sender of said first email message (col. 5, lines 
10-40); creating a unique identification code (col. 5, lines 10-40); associating said unique 
identification code with said email address of said sender; and including said unique 
identification code with said second email message (col. 5, lines 10-40). 

11. As to claim 10, Flynn teaches the method of claim 9 further comprising the step of 
waiting to receive a request from said second computer system said request in some way 
containing said unique identification code (col. 5, line 46-col. 6, line 8). 
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12. As to claim 1 1, Flynn teaches the method of claim 10 further comprising the steps of: 
retrieving said sender's email address through said association with said received unique 
identification code (col. 6, lines 9-21); and information said sender that said recipient has opened 
said second email message (col. 6, lines 9-21). 

13. As to claim 12, Flynn teaches the method of claim 1 wherein an informing step comprises 
the step of sending a third email message to said sender (col. 5, line 46-col. 6, line 8). 

14. As to claim 13, Flynn teaches the method of claim 12 wherein said third email message 
includes the date and time that said recipient opened said second email message (col. 5, line 46- 
col. 6, line 8). 

15. As to claim 16, Flynn teaches the method of claim 1 further comprising the steps of: 
storing said first email message on said server; and creating said second email message, said 
second email message containing a link to said stored first email message (col. 5, lines 10-40). 

16. As to claim 17, Flynn teaches the method of claim 16, wherein said second email 
message contains instructions for said recipient to access said stored first email message by 
selecting said included link (col. 5, lines 10-40). 

17. As to claim 18, Flynn teaches the method of claim 17 further comprising the steps of: 
detecting when said stored first email message is requested by said second computer system (col. 
5, line 46-col. 6, line 8); and using said request as an indication that said recipient has opened 
said second email message (col. 5, line 46-col. 6, line 8). 

18. As to claims 19 and 20, they are rejected for the same reasons as claims 16-18. 



Claim Rejections - 35 USC § 103 
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19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

20. Claims 14-15, 21-23 and 25-30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent Number 6,618,747 to Flynn et al. in view of U.S. Patent Number 6,360,221 to 
Gough et al.. 

21. As to claim 14, Flynn teaches the method of claim 1; however Flynn does not teach 
posting a notification on a web site. 

Gough teaches posting a notification on a website (col. 7, lines 62-col 8, lines 9) 
It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Flynn regarding email receipts with the 
teachings of Gough regarding posting a notification on a web site because web based email 
system are cheaper (Gough, col. 1, lines 36-51). 

22. As to claim 15, it is rejected for the same reason as claim 13. 

23. As to claim 21, Flynn teaches a method for tracing an email message comprising the 
steps of: providing a server having an interface accessible as a web page; allowing a sender of an 
email message to access the server to compose a first email message for recipient on a computer 
system with which said server is able to communicate (col. 5, lines 10-40); sending a second 
email message to said recipient (col. 5, lines 10-40); detecting when said recipient opens said 
second email message; and informing said sender that said recipient has opened said second 
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email message (col. 5, line 46-col. 6, line 8); however Flynn does not explicitly teach accessing 
the server via the web page interface to compose an email message. 

Gough teaches accessing a server via the web page interface to compose an email 
message (col. 4, line 22-col. 5, line 14). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Flynn regarding email receipts with the 
teachings of Gough regarding accessing a server via the web page interface to compose an email 
message because web based email system are cheaper (Gough, col. 1, lines 36-51). 

24. As to claims 22 and 23, they are rejected for the same reasons as claims 2-4. 

25. As to claim 25, Flynn teaches detecting a request from a second computer system and 
suing the request as an indication that a recipient has opened a second email message (col. 5, line 
46-col. 6, line 8). 

26. As to claims 26-30, they are rejected for the same reasons as claims 16-20. 

27. Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Number 6,618,747 to Flynn et al. in view of U.S. Patent Number 6,826,594 to Pettersen. 

28. As to claim 5, Flynn teaches the method of claim 4, however Flynn does not explicitly 
teach the use of the image tag. 

Pettersen teaches the use of the <MG> command (col. 8, lines 6-42). 

It would have been obvious to one of ordinary skill in the Computer Networking art at 
the time of the invention to combine the teachings of Flynn regarding email receipts with the 
teachings of Pettersen regarding the use of the <IMG> command because the image tag is useful 
for conveying information (Pettersen, col. 8, lines 6-42). 



Application/Control Number: 09/682,632 Page 7 

Art Unit: 2142 

29. As to claim 6, Pettersen teaches the <IMG> command causing a second computer system 
to execute a script (col. 8, lines 6-42). 

30. As to claim 7, Flynn teaches detecting a request from a second computer system and 
suing the request as an indication that a recipient has opened a second email message (col. 5, line 
46-col. 6, line 8). 

31. As to claim 8, Pettersen teaches a method wherein the <IMG> command causes a second 
computer system to search for an image file on a server, further comprising the steps of: 
detecting the request from said second computer system for an image file (col. 8, lines 6-42); 
using a request as an indication that a recipient has opened a second email message (col. 8, lines 
6-42); and sending a dummy image file to a second computer system in response to a request 
(col. 8, lines 6-42). 

32. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Number 6,618,747 to Flynn et al. in view of U.S. Patent Number 6,360,221 to Gough et al. in 
further view of U.S. Patent Number 6,826,594 to Pettersen. 

33. As to claim 24, the Flynn-Gough combination teaches the method of claim 23, however 
the Flynn-Gough combination does not explicitly teach the use of the image tag. 

Pettersen teaches the use of the <IMG> command (col. 8, lines 6-42). 
It would have been obvious to one of ordinary skill in the Computer Networking art at 
the time of the invention to combine the teachings of the Flynn-Gough combination regarding 
email receipts with the teachings of Pettersen regarding the use of the <IMG> command because 
the image tag is useful for conveying information (Pettersen, col. 8, lines 6-42). 
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Conclusion 



34. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas B Blair whose telephone number is 571-272-3893. The 
examiner can normally be reached on 8:30am-5pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Harvey can be reached on 571-272-3896. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Douglas Blair 





